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IN THE UNITED STATES PATENT & TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

BIC Corporation, BIC USA Inc. and
Norwood Promotions Products LLC, Cancellation No. 92054567
Subject Mark: ALL-IN-ONE (stylized)
Petitioner, Cancellation No. 92054569
Subject Mark: ALL-IN-ONE
V. Cancellation No. 92054577

Subject Mark: ALL-IN-ONE (stylized)

Cancellation No. 92054580
Subject Mark: THE WRITE CHOICE

MarketQuest Group, Inc.,

Registrant.
Cancellation No. 92054590
Subject Mark: ALL-IN-ONE LINE

i i i e R I T L NI N N W

REPLY TO OPPOSITION TO MOTION FOR SUSPENSION OF PROCEEDINGS

MarketQuest Group, Inc. (“Registrant™) hereby submits its reply to the opposition by BIC
Corporation, BIC USA, Inc. and Norwood Promotional Products, LLC (collectively,
“Petitioners”) to Registrant’s motion to suspend the proceedings under Trademark Rule
§2.117(a) pending final disposition of the pending appeal.

Setting aside the irrelevant mischaracterizations of what transpired before the district
court, Petitioners’ offer only one germane argument to the inquiry before the Board: namely,
whether the current suspension should be lifted. Petitioners argue that “the only issue on appeal
is whether the district court correctly decided that Petitioners’ offending uses constituted fair
use” and, thus, the appeal has nothing to do with validity. As such, Petitioners seek to lift the
suspension and proceed with the above-captioned cancellation proceedings.

However, Petitioners cannot dispute that they brought thirteen counterclaims in the
underlying district court action seeking to invalidate the same ALL IN ONE and THE WRITE
CHOICE marks (the “Marks™) at issue in the instant cancellation proceedings. (See Answer and
Counterclaims, attached hereto as Exhibit A). Petitioners must also acknowledge that both
Registrant and Petitioners filed cross motions for summary judgment on the validity of the
Marks. (See Cross Motions for Summary Judgment, attached hereto as Exhibits B & C).
Furthermore, Petitioners cannot argue the fact that, per Trademark Rule §2.117(a) and TBMP



§510.02(b), a proceeding is only considered terminated when a decision on the merits has been
rendered and no appeal has been filed, or all appeals have been decided.!

Petitioners’ opposition concedes that an appeal has been filed. Petitioners admit that
appeal has not yet been decided. Petitioners also accept that it is possible that the district court’s
ruling on fair use will be reversed and, if so, they have notified the Board of their intention to
resurrect their validity challenges to the Marks. In light of these concessions, Trademark Rule
§2.117(a) and TBMP §510.02 require that, in order to avoid parallel proceedings and the
potential for conflicting rulings, the suspension of the instant cancellation proceedings be
continued at least until the underlying appeal has been fully decided.

A copy of the Ninth Circuit Court of Appeals Docketing Statement dated May 18, 2015 is
attached hereto as Exhibit D.

Respectfully submitted,
Lewis Kohn & Fitzwilliam LLP

/dmk/
David M. Kohn
Dated this 24™ day of June, 2015

LEWIS KOHN & FITZWILLIAM LLP
10935 Vista Sorrento Parkway

Suite 370

San Diego, CA 92130

(858) 436-1330

! (See Trademark Rule §2.117(a): “Whenever it shall come to the attention of the Trademark
Trial and Appeal Board that a party or parties to a pending case are engaged in a civil action or
another Board proceeding which may have a bearing on the case, proceedings before the Board
may be suspended until termination of the civil action or the other Board proceeding.”; TBMP §
510.02(b): “A proceeding is terminated when a decision on the merits has been rendered and no
appeal has been filed, or all appeals have been decided.”).



CERTIFICATE OF SERVICE

This certifies that a copy of Registrant’s “MOTION FOR SUSPENSION OF
PROCEEDINGS” was served this 242 day of June, 2015, by first class mail and e-mail to:

Richard Sybert
Gordon & Rees
101 West Broadway, Suite 2000
San Diego, CA 92101
rsybert@gordonrees.com

/dmk/
David M. Kohn
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Richard P. Sybert, Bar No. 80731

email rsybert@gordonrees.com
Yuo-Fong C. Amato, Bar No. 261453
email bamato@gordonrees.com
GORDON & REES LLP

101 W. Broadway, Suite 1600

San Diego, California 92101

tel (619) 696-6700 / fax (619) 696-7124

Attorneys for Defendants

BIC CORPORATION, BIC USA INC.,
and NORWOOD PROMOTIONAL PRODUCTS, LLC

UNITED STATES DISTRICT COURT
SOUTHERN DISTRICT OF CALIFORNIA

MARKETQUEST GROUP, INC,, a California ) CASE NO. 11-cv-0618 JLS WMc

corporation d/b/a All-In-One,
Plaintiff, BIC CORPORATION, BIC USA INC.,,
and NORWOOD PROMOTIONAL
Vs, PRODUCTS, LLC’s
ANSWER TO FIRST AMENDED
BIC CORPORATION, a Connecticut COMPLAINT AND
corporation; BIC USA INC., a Delaware COUNTERCLAIMS
PRODUCTS, LLC, a Delaware limited liability ) DEMAND FOR JURY TRIAL

company d/b/a Norwood Promotional Products;
and DOES 1 through 50, inclusive,

Defendants.

)

)

)

)

)

)

)

g
corporation; NORWOOD PROMOTIONAL )
)

)

)

)

)

)

;

AND RELATED COUNTERCLAIMS. )
)

Defendants BIC CORPORATION (“BIC Corp.”), BIC USA INC. (“BIC USA™), and
NORWOOD PROMOTIONAL PRODUCTS, LLC (*Norwood”) (collectively, “Defendants™),
hereby answer the First Amended Complaint (“FAC”) as follows:

1
1
"
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ANSWER TO COMPLAINT AND COUNTERCLAIMS
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PARTIES

1. Defendants lack sufficient information or belief to answer the allegations
contained in Paragraph 1 of the FAC, and on that ground deny them.,

2. Defendants admit that BIC Corp. and BIC USA are corporations existing under
the laws of the State of Connecticut and the State of Delaware, respectively, with principal
places of business at One BIC Way, Suite 1, Shelton, CT 06484, Defendants admit that BIC
USA engages in the production, advertising, and sale of writing instruments, such as pens, and
other office products and related services. Defendants deny the remaining allegations contained
in Paragraph 2 of the FAC.

3. Defendants admit that Norwood is a Delaware limited liability company.
Defendants admit that Norwood is a wholly owned subsidiary of BIC USA with a principal place
of business at 1442] Myerlake Circle, Clearwater, FL 33760-2840. Defendants deny the
remaining allegations contained in Paragraph 3 of the FAC.

4, Defendants lack sufficient information or belief to answer the allegations
contained in Paragraph 4 of the FAC, and on that ground deny them.

NATURE OF THIS ACTION; JURISDICTION OF THE COURT

5. Defendants admit that this appears to be an action for trademark infringement and
violation of the Trademark Act of 1946, as amended, 15 U.S.C. § 1051 et seq. (“Lanham Act”),
and unfair competition under the statutory law of California. Defendants deny the remaining
allegations contained in Paragraph 5 of the FAC.

6. Defendants admit that this Court appears to have subject matter jurisdiction of the
federal claims pursuant to 15 U.S.C. § 1121, 28 U.S.C. §§ 1331 and 1338 (a) and (b}, and
supplemental jurisdiction over the state law claim pursuant to 28 U.S.C. § 1367(a). Defendants
deny the remaining allegations contained in Paragraph 6 of the FAC.

7. Defendants lack sufficient information or belief to answer the allegations
contained in Paragraph 7 of the FAC relating to the citizenship of Plaintiff, and on that ground
deny those allegations. Defendants deny the remaining allegations contained in Paragraph 7 of

the FAC.
2.
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8. Defendants admit that BIC USA and Norwood conduct business in this judicial

district. Defendants deny the remaining allegations contained in Paragraph 8 of the FAC.
ALL-IN-ONE AND ITS MARKS

0. Defendants lack sufficient information or belief to answer the allegations
contained in Paragraph 9 of the FAC, and on that ground deny them.

10.  Defendants lack sufficient information or belief to answer the allegations
contained in Paragraph 10 of the FAC, and on that ground deny them.

11.  Defendants lack sufficient information or belief to answer the allegations
contained in Paragraph 11 of the FAC, and on that ground deny them.

12.  Defendants lack sufficient information or belief to answer the allegations
contained in Paragraph 12 of the FAC, and on that ground deny them.

13.  Defendants lack sufficient information or belief to answer the allegations
contained in Paragraph 13 of the FAC, and on that ground deny them.

14.  Defendants lack sufficient information or belief to answer the allegations
contained in Paragraph 14 of the FAC, and on that ground deny them.

15.  Defendants lack sufficient information or belief to answer the allegations
contained in Paragraph 15 of the FAC, and on that ground deny them.

16.  Defendants lack sufficient information or belief to answer the allegations
contained in Paragraph 16 of the FAC, and on that ground deny them.

17.  Defendants lack sufficient information or belief to answer the allegations

contained in Paragraph 17 of the FAC, and on that ground deny them.

18.  Defendants deny that Plaintiff’s Marks are inherently distinctive. Defendants lack

sufficient information or belief to answer the remaining allegations contained in Paragraph 18 of

the FAC, and on that ground deny them.

19.  Defendants lack sufficient information or belief to answer the allegations
contained in Paragraph 19 of the FAC, and on that ground deny them.

20.  Defendants lack sufficient information or belief to answer the allegations

contained in Paragraph 20 of the FAC, and on that ground deny them.
A=
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F .

DEFENDANTS’ ACTIVITIES

21.  Defendants BIC USA and Norwood admit that they advertised and sold products,
including pens, inks, ink delivery systems, writing instruments, and other related products and
services. Defendants deny the remaining allegations contained in Paragraph 21 of the FAC.

22.  Defendants admit that Norwood acquired substantially all of the assets of
Norwood Operating Co. and its affiliates in or around June 2009 at a bankruptcy auction.
Defendants deny the remaining allegations contained in Paragraph 22 of the FAC,

23.  Defendants admit that BIC USA used the phrase “BIC® ROUND STIC® The
WRITE Pen Choice for 30 Years!” in commerce in connection with their advertising and sale of
writing instruments, including pens. Defendants admit that BIC USA used the phrase “BIC®
ROUND STIC® The WRITE Pen Choice for 30 Years!” in promotional advertising of pens on
social network internet sites, including Facebook®, Twitter®, and YouTube®. Defendants
admit that Exhibit “F” appears to be a screenshot of one of BIC USA’s Facebook® pages.
Defendants deny the remaining allegations contained in Paragraph 23 of the FAC,

24,  Defendants admit that Norwood has published various 2011 catalogues of its
products, including but not limited to the “NORWOODT™ 2011 Calendars, Planners & Diaries”
catalog, the “NORWOOD™ 2011 Good Value Calendars” catalogue, the “NORWOOD™ 2011
The Best of Norwood™” catalogue, the “NORWOOD™ 2011 New Products™ catalogue, and the
“NORWOOD™ 2011 All in ONE” catalogue. Defendants admit that Exhibit “G” appears to be
an altered screenshot of a webpage advertising the “NORWOOD™ 2011 All in ONE” catalogue.
Defendants deny the remaining allegations contained in Paragraph 24 of the FAC.

25.  Defendants admit that Plaintiff appears to collectively refer to the phrases “The
Write Pen Choice” and “All in ONE” as “Infringing Marks.” Defendants deny the remaining
allegations contained in Paragraph 25 of the FAC.

26.  Defendants deny the allegations contained in Paragraph 26 of the FAC,

27.  Defendants deny the allegations contained in Paragraph 27 of the FAC.

EFFECT OF DEFENDANTS’ ACTIVITIES ON CONSUMERS AND/OR ALL-IN-ONE

28.  Defendants deny the allegations contained in Paragraph 28 of the FAC,
4-
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29.  Defendants deny the allegations contained in Paragraph 29 of the FAC.

30.  Defendants deny the allegations contained in Paragraph 30 of the FAC.

31.  Defendants deny the allegations contained in Paragraph 31 of the FAC.

32.  Defendants deny the allegations contained in Paragraph 32 of the FAC.

33.  Defendants deny the allegations contained in Paragraph 33 of the FAC,

34.  Defendants deny the allegations contained in Paragraph 34 of the FAC.

COUNT I: FEDERAL TRADEMARK INFRINGEMENT 15 USC 1114
The ALL-IN-ONE Mark

35.  Defendants incorporate by reference all of the above paragraphs of this Answer as
though fully stated herein.

36.  Defendants deny the allegations contained in Paragraph 36 of the FAC.

37.  Defendants deny the allegations contained in Paragraph 37 of the FAC.

38.  Defendants deny the allegations contained in Paragraph 38 of the FAC,

COUNT II: VIOLATION OF 15 USC 1125a
The ALL-IN-ONE Mark

39.  Defendants incorporate by reference all of the above paragraphs of this Answer as
though fully stated herein.

40.  Defendants deny the allegations contained in Paragraph 40 of the FAC.

41.  Defendants deny the allegations contained in Paragraph 41 of the FAC.

COUNT ITI: FEDERAL TRADEMARK INFRINGEMENT 15 USC 1114
THE WRITE CHOICE Mark

42.  Defendants incorporate by reference all of the above paragraphs of this Answer as
though fully stated herein.

43.  Defendants deny the allegations contained in Paragraph 43 of the FAC.

44.  Defendants deny the allegations contained in Paragraph 44 of the FAC,

45.  Defendants deny the allegations contained in Paragraph 45 of the FAC.
i

i
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COUNT IV: VIOLATION OF 15 USC 1125a
THE WRITE CHOICE Mark
46.  Defendants incorporate by reference all of the above paragraphs of this Answer as
though fully stated herein.
47.  Defendants deny the allegations contained in Paragraph 47 of the FAC.
48.  Defendants deny the allegations contained in Paragraph 48 of the FAC.
COUNT V: UNFAIR COMPETITION UNDER STATE LAW
49.  Defendants incorporate by reference all of the above paragraphs of this Answer as
though fully stated herein.
50.  Defendants deny the allegations contained in Paragraph 50 of the FAC.
51.  Defendants deny the allegations contained in Paragraph 51 of the FAC.
COUNT VI: UNJUST ENRICHMENT
52.  Defendants incorporate by reference all of the above paragraphs of this Answer as
though fully stated herein.
53.  Defendants deny the allegations contained in Paragraph 53 of the FAC.
54.  Defendants deny the allegations contained in Paragraph 54 of the FAC.
AFFIRMATIVE DEFENSES
Pursuant to Rule 8(c) of the Federal Rules of Civil Procedure, Defendants hereby set
forth the following matters constituting an avoidance or affirmative defenses.
FIRST AFFIRMATIVE DEFENSE
(Failure to State a Claim)
1. The FAC fails to state a claim upon which relief may be granted.
SECOND AFFIRMATIVE DEFENSE
(Consent and/or Acquiescence)
2. The FAC is barred in whole or in part due to Plaintiff’s consent to and/or
acquiescence of Defendants” uses.
I

i
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THIRD AFFIRMATIVE DEFENSE
(No Causation/Superseding Cause)

£} No act or omission of Defendants was a substantial factor in bringing about the
damages alleged, nor was any act or omission of each answering Defendant a contributing cause
thereof. Any alleged acts or omissions by Defendants were superseded by the acts or omissions
of others, including Plaintiff or other third parties named or not named in the FAC, which were
the independent, intervening, and proximate cause of the damage or loss allegedly sustained by
Plaintiff,

FOURTH AFFIRMATIVE DEFENSE
{No Damages)
4. The FAC is barred in whole or in part due to Plaintiff’s lack of damages.
FIFTH AFFIRMATIVE DEFENSE
(No Mitigation)

5. Plaintiff failed to take reasonable steps to mitigate, alter, reduce, or otherwise
diminish its alleged damages, and accordingly, is barred from recovery of any damages that
might have been prevented by such mitigation.

SIXTH AFFIRMATIVE DEFENSE
(Laches)
6. The FAC is barred in whoie or in part by the doctrine of laches.
SEVENTH AFFIRMATIVE DEFENSE
(Waiver)
7. The FAC is barred in whole or in part by the doctrine of waiver.
EIGHTH AFFIRMATIVE DEFENSE
(Estoppel)
8. The FAC is barred in whole or in part by the doctrine of estoppel.
NINTH AFFIRMATIVE DEFENSE
(Unclean Hands)

0. The FAC is barred in whole or in part by the doctrine of unclean hands.
-7-
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TENTH AFFIRMATIVE DEFENSE
(Statute of Limitations)
10.  The FAC is barred in whole or in part to the extent that they are barred by the
statute of limitations.
ELEVENTH AFFIRMATIVE DEFENSE
(Mark Invalidity)

11.  The FAC is barred in whole or in part due to the invalidity of Plaintiff’s purported

trademarks at issue.
TWELFTH AFFIRMATIVE DEFENSE
(Good Faith)

12, Atallrelevant times, Defendants acted in complete good faith, thereby
prohibiting a finding of intentional or willful conduct, and prohibiting the imposition of treble
and/or punitive damages.

THIRTEENTH AFFIRMATIVE DEFENSE
(Unfair Competition/Bad Faith)

13.  On information and belief, Plaintiff commenced this action for the sole or primary

purpose of harassing its successful competitors in the market.
FOURTEENTH AFFIRMATIVE DEFENSE
(Privilege/Justification)
14,  Defendants’ acts or omissions were privileged and/or justified.
FIFTEENTH AFFIRMATIVE DEFENSE
(Fraud)
15.  The FAC is barred in whole or in part to the extent that Plaintiff’s registered
trademarks were obtained and/or maintained by fraud.
SIXTEENTH AFFIRMATIVE DEFENSE
(Abandonment)
16.  The FAC is barred in whole or in part to the extent that Plaintiff abandoned its

purported trademarks in whole or in part.
-8-
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SEVENTEENTH AFFIRMATIVE DEFENSE
(Trademark Misuse)
17.  The FAC is barred in whole or in part by the doctrine of trademark misuse.
EIGHTEENTH AFFIRMATIVE DEFENSE
(No Likelihood of Confusion)

18.  The FAC is barred in whole or in part because Defendants’ use of the phrases at

issue are not confusingly similar to Plaintiff’s purported trademarks.
NINETEENTH AFFIRMATIVE DEFENSE
(Classic Fair Use)

19.  The FAC is barred in whole or in part because the purported infringing marks are
phrases that are descriptive of Defendants’ own goods or services, such uses are made fairly and
in good faith only to describe such goods or services, and Defendants do not use the phrases as a
trademark.

TWENTIETH AFFIRMATIVE DEFENSE
(Nominative Fair Use)

20.  The FAC is barred in whole or in part because the purported infringing marks are
phrases that Defendants use in connection with goods or services not readily identifiable without
use of the phrases; Defendants use only so much of the phrases as is reasonably necessary to
identify the goods or services in question; and Defendants take no actions that would suggest
sponsorship or endorsement by Plaintiff.

TWENTY-FIRST AFFIRMATIVE DEFENSE
(Lack of Distinctiveness)
21.  The FAC is barred in whole or in part as it relates to Plaintiff’s purported THE
WRITE CHOICE trademark, as the mark lacks distinctiveness.
TWENTY-SECOND AFFIRMATIVE DEFENSE
(Reservation of Rights and Additional Defenses)
22.  Defendants have insufficient knowledge and/or information on which to form a

belief as to whether they may have additional, as yet unstated, affirmative defenses available in
-9-
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this action. Defendants therefore reserve the right to assert additional affirmative defenses in the
event discovery indicates that they may be appropriate.
COUNTERCLAIMS

For their counterclaims against Counterdefendant MARKETQUEST GROUP, INC.
(“Counterdefendant” or “Marketquest™), Counterclaimants BIC CORPORATION (“BIC Corp.”),
BIC USA INC. (“BIC USA”), and NORWOOD PROMOTIONAL PRODUCTS, LLC
(*Norwood”) (collectively, “Counterclaimants™) aver the following:

1. Counterclaimant BIC Corp. is a Connecticut corporation having its principal place
of business at One BIC Way, Suite 1, Shelton, CT 06484.

2. Counterclaimant BIC USA is a Delaware corporation having its principal place of
business at One BIC Way, Suite 1, Shelton, CT 06484,

3. Counterclaimant Norwood is a Delaware limited liability company having its
principal place of business at 14421 Myerlake Circle, Clearwater, FL 33760.

4. Counterdefendant has alleged in its FAC that it is a California corporation having
its principal place of business at 9600 Kearny Villa Road, San Diego, California.

5. As evidenced by the FAC, an actual controversy exists between the parties.

6. Counterdefendant has submitted itself to the jurisdiction of this Court.

7. Jurisdiction of these counterclaims arise under the Lanham Act, 15 U.S.C. § 1051
et seq. and under the Federal Declaratory Judgment Act, 28 U.S.C. §§ 2201-2202. Subject
matter jurisdiction is conferred on this Court by 28 U.S.C. §§ 1331 and 1338(a), and 15 U.S.C.

§ 1121.

8. Venue over these Counterclaims is conferred under 28 U.S.C. §§ 1391(b),
1391{c), and/or 1400(a).

FIRST COUNTERCLAIM

Declaration of Invalidity (Merely Descriptive) of
United States Trademark Registration No. 3,164,707 (“THE WRITE CHOICE”)
9. Counterclaimants incorporate by reference all of the above paragraphs of this

Counterclaim as though fully stated herein.
-10-
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10.  This is a counterclaim under the trademark laws of the United States (15 U.S.C.
§ 1051 et seq.) for a declaration that United States Trademark Registration No. 3,164,707 for the
mark THE WRITE CHOICE is invalid.

11. Counterdefendant asserts that Counterclaimants, by virtue of the acts alleged in
the FAC in this action, have infringed and continue to infringe the mark THE WRITE CHOICE,
which is the subject of United States Trademark Registration No. 3,164,707. Counter-claimants
have denied such infringement and assert that United States Trademark Registration No.
3,164,707 is invalid.

12.  An actual controversy exists between Counterclaimants and Counterdefendant as
to the validity of United States Trademark Registration No. 3,164,707 as evidenced by the FAC
in this action,

13, United States Trademark Registration No. 3,164,707 is invalid by virtue of the
mark being merely descriptive in violation of 15 U.S.C. § 1052(e)(1), as it is understood by the
relevant consumers to be merely laudatory of the goods and/or services. The mark has not
otherwise acquired secondary meaning and is thus unenforceable.

14.  Unless enjoined by this Court, the acts of Counterdefendant have caused and will
continue to cause irreparable damage, loss, and injury to Counterclaimants for which Counter-
claimants have no adequate remedy at law and from which Counterclaimants are entitled to
declaratory and injunctive relief.

SECOND COUNTERCLAIM
Declaration of Invalidity (Merely Ornamental) of
United States Trademark Registration No. 3,164,707 (“THE WRITE CHOICE™)

15.  Counterclaimants incorporate by reference all of the above paragraphs of this
Counterclaim as though fully stated herein.

16.  This is a counterclaim under the trademark laws of the United States (15 U.S.C.
§ 1051 et seq.) for a declaration that United States Trademark Registration No. 3,164,707 for the
mark THE WRITE CHOICE is invalid.

1
-11-
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17.  Counterdefendant asserts that Counterclaimants and other defendants, by virtue of
the acts alleged in the FAC in this action, have infringed and continue to infringe the mark THE
WRITE CHOICE, which is the subject of United States Trademark Registration No. 3,164,707.
Counterclaimants have denied such infringement and asserts that United States Trademark
Registration No. 3,164,707 is invalid.

18.  An actual controversy exists between Counterclaimants and Counterdefendant as
to the validity of United States Trademark Registration No. 3,164,707 as evidenced by the FAC
in this action.

19.  United States Trademark Registration No. 3,164,707 is invalid by virtue of the
mark being merely ornamental, as the mark as used in connection with the goods (e.g., as
depicted in the original specimens) is merely a decorative or ornamental feature of the goods and
would not be perceived as a mark by the purchasing public. The mark has not otherwise
acquired distinctiveness and is thus unenforceable.

20.  Unless enjoined by this Court, the acts of Counterdefendant have caused and will
continue to cause irreparable damage, loss, and injury to Counterclaimants for which Counter-
claimants have no adequate remedy at law and from which Counterclaimants are entitled to
declaratory and injunctive relief.

THIRD COUNTERCLAIM
Declaration of Invalidity (Abandonment) of
United States Trademark Registration No. 3,164,707 (“THE WRITE CHOICE”)

2]1.  Counterclaimants incorporate by reference all of the above paragraphs of this
Counterclaim as though fully stated herein.

22.  This is a counterclaim under the trademark laws of the United States (15 U.S.C.

§ 1051 ef seq.) for a declaration that United States Trademark Registration No. 3,164,707 for the
mark THE WRITE CHOICE is invalid.

23.  Counterdefendant asserts that Counterclaimants and other defendants, by virtue of
the acts alleged in the FAC in this action, have infringed and continue to infringe the mark THE

WRITE CHOICE, which is the subject of United States Trademark Registration No. 3,164,707.
-12-
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Counterclaimants have denied such infringement and asserts that United States Trademark
Registration No. 3,164,707 is invalid.

24.  An actual controversy exists between Counterclaimants and Counterdefendant as
to the validity of United States Trademark Registration No. 3,164,707 as evidenced by the FAC
in this action.

25.  On information and belief, United States Trademark Registration No. 3,164,707 is
invalid by virtue that Plaintiff has abandoned the mark in connection with the goods identified in
the registration; rather, the mark serves solely as Plaintiff’s trade name for its customization and
engraving services. On information and belief, Plaintiff has not used the mark in connection
with the goods identified in the registration for at least 3 years. On information and belief,
Plaintiff did not intend to resume using the mark in connection with the goods identified in the
registration, if Plaintiff ever did use the mark in such a manner.

26.  Unless enjoined by this Court, the acts of Counterdefendant have caused and will
continue to cause irreparable damage, loss, and injury to Counterclaimants for which Counter-
claimants have no adequate remedy at law and from which Counterclaimants are entitled to
declaratory and injunctive relief.

FOURTH COUNTERCLAIM
Declaration of Invalidity (Fraud) of
United States Trademark Registration No. 3,164,707 (“THE WRITE CHOICE”)

27.  Counterclaimants incorporate by reference all of the above paragraphs of this
Counterclaim as though fully stated herein.

28.  This is a counterclaim under the trademark laws of the United States (15 U.S.C.

§ 1051 et seq.) for a declaration that United States Trademark Registration No. 3,164,707 for the
mark THE WRITE CHOICE is invalid.

29, Counterdefendant asserts that Counterclaimants and other defendants, by virtue of
the acts alleged in the FAC in this action, have infringed and continue to infringe the mark THE

WRITE CHOICE, which is the subject of United States Trademark Registration No. 3,164,707.

-13-
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Counterclaimants have denied such infringement and asserts that United States Trademark
Registration No. 3,164,707 is invalid.

30.  An actual controversy exists between Counterclaimants and Counterdefendant as
to the validity of United States Trademark Registration No. 3,164,707 as evidenced by the FAC
in this action.

31. On information and belief, United States Trademark Registration No. 3,164,707 is
invalid by virtue that Plaintiff obtained the registration fraudulently, with the intent to mislead
the United States Patent and Trademark Office (“USPTO”).

32.  On information and belief, the original specimens accompanying the application
for United States Trademark Registration No. 3,164,707 had not been used in commerce other
than as a promotional tool for Plaintiff’s customization and engraving services (rather than the
goods themselves, which would not otherwise carry Plaintiff’s purported mark), nor did Plaintiff
intend to use such specimens in commerce other than as a promotional tool for Plaintiff’s
customization and engraving services (rather than the goods themselves, which would not
otherwise carry Plaintiff’s purported mark). On information and belief, Plaintiff submitted the
digitally-altered specimens with the intent to mislead the USPTO for the purposes of obtaining
the registration.

33.  Inconnection with the original application for United States Trademark
Registration No. 3,164,707, on or around March 29, 2005, Plaintiff represented under penalty of
perjury that its mark was used in commerce in connection with magnets, writing instruments,
plastic key tags, and electronic devices. On information and belief, that representation was false,
as Plaintiff did not use its mark in association with all the goods listed in the application. On
information and belief, Plaintiff’s false representation was made with the intent to mislead the
USPTO for the purposes of obtaining the registration.

34.  Inresponse to an Office Action issued by the USPTO that Plaintiff’s use of the
purported mark was merely ornamental, on or around April 2006, Plaintiff represented under
penalty of perjury that Plaintiff’s use of the mark had acquired distinctiveness based on five

years use. On information and belief, that representation was false, as Plaintiff did not use its
-14-
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mark in association with all the goods listed in the application. On information and belief,
Plaintiff’s false representation was made with the intent to mislead the USPTO for the purposes
of obtaining the registration.

35.  Unless enjoined by this Court, the acts of Counterdefendant have caused and will
continue to cause irreparable damage, loss, and injury to Counterclaimants for which Counter-
claimants have no adequate remedy at law and from which Counterclaimants are entitled to
declaratory and injunctive relief.

FIFTH COUNTERCLAIM
Declaration of Invalidity (Merely Descriptive) of

United States Trademark Registration No. 3,153,089 (“ALL IN ONE” design)

36.  Counterclaimants incorporate by reference all of the above paragraphs of this
Counterclaim as though fully stated herein.

37.  This is a counterclaim under the trademark laws of the United States (15 U.S.C.

§ 1051 et seq.) for a declaration that United States Trademark Registration No. 3,153,089 for the
design mark ALL IN ONE is invalid.

38. Counterdefendant asserts that Counterclaimants and other defendants, by virtue of
the acts alleged in the FAC in this action, have infringed and continue to infringe the design
mark ALL IN ONE, which is the subject of United States Trademark Registration No. 3,153,089.
Counterclaimants have denied such infringement and asserts that United States Trademark
Registration No. 3,153,089 is invalid.

39.  An actual controversy exists between Counterclaimants and Counterdefendant as
to the validity of United States Trademark Registration No. 3,153,089 as evidenced by the FAC
in this action.

40, United States Trademark Registration No. 3,153,089 is invalid by virtue of the
mark being merely descriptive in violation of 15 U.S.C. § 1052(e)(1), as it is understood by the
relevant consumers to be merely descriptive of the range of goods and/or services. The mark has
not otherwise acquired secondary meaning and is thus unenforceable.

"
-15-
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41.  Unless enjoined by this Court, the acts of Counterdefendant have caused and will
continue to cause irreparable damage, loss, and injury to Counterclaimants for which Counter-
claimants have no adequate remedy at law and from which Counterclaimants are entitled to
declaratory and injunctive relief.

SIXTH COUNTERCLAIM
Declaration of Invalidity (Merely Ornamental) of

United States Trademark Registration No. 3,153,089 (“ALL IN ONE” design)

42.  Counterclaimants incorporate by reference all of the above paragraphs of this
Counterclaim as though fully stated herein.

43.  This is a counterclaim under the trademark laws of the United States (15 U.S.C.

§ 1051 et seq.) for a declaration that United States Trademark Registration No. 3,153,089 for the
design mark ALL IN ONE is invalid as to International Classes 9, 16, and 20.

44.  Counterdefendant asserts that Counterclaimants and other defendants, by virtue of
the acts alleged in the FAC in this action, have infringed and continue to infringe the design
mark ALL IN ONE, which is the subject of United States Trademark Registration No. 3,153,089.
Counterclaimants have denied such infringement and asserts that United States Trademark
Registration No. 3,153,089 is invalid.

45,  An actual controversy exists between Counterclaimants and Counterdefendant as
to the validity of United States Trademark Registration No. 3,153,089 as evidenced by the FAC
in this action.

46.  United States Trademark Registration No. 3,153,089 is invalid by virtue of the
mark being merely ornamental, as the mark as used in connection with the goods in International
Classes 9, 16, and 20 (e.g., as depicted in the original specimens) is merely a decorative or
ornamental feature of the goods and would not be perceived as a mark by the purchasing public.
The mark has not otherwise acquired distinctiveness and is thus unenforceable.

47.  Unless enjoined by this Court, the acts of Counterdefendant have caused and will

continue to cause irreparable damage, loss, and injury to Counterclaimants for which Counter-
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claimants have no adequate remedy at law and from which Counterclaimants are entitled to
declaratory and injunctive relief.
SEVENTH COUNTERCLAIM
Declaration of Invalidity (Abandonment) of

United States Trademark Registration No. 3,153,089 (“ALL IN ONE” Design)

48.  Counterclaimants incorporate by reference all of the above paragraphs of this
Counterclaim as though fully stated herein.

49.  This is a counterclaim under the trademark laws of the United States (15 U.S.C.

§ 1051 et seq.) for a declaration that United States Trademark Registration No. 3,153,089 for the
design mark ALL IN ONE is invalid as to International Classes 9, 16, and 20.

50.  Counterdefendant asserts that Counterclaimants and other defendants, by virtue of
the acts alleged in the FAC in this action, have infringed and continue to infringe the design
mark ALL IN ONE, which is the subject of United States Trademark Registration No. 3,153,089.
Counterclaimants have denied such infringement and asserts that United States Trademark
Registration No. 3,153,089 is invalid.

51.  An actual controversy exists between Counterclaimants and Counterdefendant as
to the validity of United States Trademark Registration No. 3,153,089 as evidenced by the FAC
in this action.

52.  On information and belief, United States Trademark Registration No. 3,153,089 is
invalid by virtue that Plaintiff has abandoned the mark in connection with the goods identified in
the registration under International Classes 9, 16, and 20; rather, the mark serves solely as
Plaintiff’s trade name for its customization and engraving services. On information and belief,
Plaintiff has not used the mark in connection with the goods identified in the registration for at
least 3 years. On information and belief, Plaintiff did not intend to resume using the mark in
connection with the goods identified in the registration under International Classes 9, 16, and 20,
if Plaintiff ever did use the mark in such a manner.

53.  Unless enjoined by this Court, the acts of Counterdefendant have caused and will

continue to cause irreparable damage, loss, and injury to Counterclaimants for which Counter-
-17-
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claimants have no adequate remedy at law and from which Counterclaimants are entitled to
declaratory and injunctive relief.
EIGHTH COUNTERCLAIM
Declaration of Invalidity (Fraud) of

United States Trademark Registration No. 3,153,089 (“ALL IN ONE” Design)

54.  Counterclaimants incorporate by reference all of the above paragraphs of this
Counterclaim as though fully stated herein.

55.  This is a counterclaim under the trademark laws of the United States (15 U.S.C.

§ 1051 et seq.) for a declaration that United States Trademark Registration No. 3,153,089 for the
design mark ALL IN ONE is invalid.

56. Counterdefendant asserts that Counterclaimants and other defendants, by virtue of
the acts alleged in the FAC in this action, have infringed and continue to infringe the design
mark ALL IN ONE, which is the subject of United States Trademark Registration No. 3,153,089.
Counterclaimants have denied such infringement and asserts that United States Trademark
Registration No. 3,153,089 is invalid.

57.  Anactual controversy exists between Counterclaimants and Counterdefendant as
to the validity of United States Trademark Registration No. 3,153,089 as evidenced by the FAC
in this action.

58. On information and belief, United States Trademark Registration No. 3,153,089 is
invalid by virtue that Plaintiff obtained the registration fraudulently, with the intent to mislead
the USPTO.

59.  Oninformation and belief, the original specimens accompanying the application
for United States Trademark Registration No. 3,153,089 had not been used in commerce other
than as a promotional tool for Plaintiff’s customization and engraving services (rather than the
goods themselves, which would not otherwise carry Plaintiff’s purported mark), nor did Plaintiff
intend to use such specimens in commerce other than as a promotional tool for Plaintiff’s
customization and engraving services (rather than the goods themselves, which would not

otherwise carry Plaintiff’s purported mark). On information and belief, Plaintiff submitted the
-18-
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digitally-altered specimens with the intent to mislead the USPTO for the purposes of obtaining
the registration.

60.  In connection with the original application for United States Trademark
Registration No. 3,153,089, on or around March 29, 2005, Plaintiff represented under penalty of
perjury that its mark was used in commerce in connection with magnets, writing instruments,
plastic key tags, and electronic devices. On information and belief, that representation was false,
as Plaintiff did not use its mark in association with all the goods listed in the application. On
information and belief, Plaintiff’s false representation was made with the intent to mislead the
USPTO for the purposes of obtaining the registration.

61.  Unless enjoined by this Court, the acts of Counterdefendant have caused and will
continue to cause irreparable damage, loss, and injury to Counterclaimants for which Counter-
claimants have no adequate remedy at law and from which Counterclaimants are entitled to
declaratory and injunctive relief.

NINTH COUNTERCLAIM
Declaration of Invalidity (Abandonment) of
United States Trademark Registration No. 2,422,967 (“ALL-IN-ONE”)

62.  Counterclaimants incorporate by reference all of the above paragraphs of this
Counterclaim as though fully stated herein.

63.  This is a counterclaim under the trademark laws of the United States (15 U.S.C.

§ 1051 ef seq.) for a declaration that United States Trademark Registration No. 2,422,967 for the
mark ALL-IN-ONE is invalid.

64.  Counterdefendant asserts that Counterclaimants and other defendants, by virtue of
the acts alleged in the FAC in this action, have infringed and continue to infringe the mark ALL-
IN-ONE, which is the subject of United States Trademark Registration No. 2,422,967.
Counterclaimants have denied such infringement and asserts that United States trademark
registration 2,422,967 is invalid.

i

i
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65.  An actual controversy exists between Counterclaimants and Counterdefendant as
to the validity of United States Trademark Registration No. 2,422,967 as evidenced by the FAC
in this action.

66. On information and belief, United States Trademark Registration No. 2,422,967 is
invalid by virtue that Plaintiff has abandoned the mark in connection with the goods identified in
the registration; rather, the mark serves solely as Plaintiff’s trade name for its customization and
engraving services. On information and belief, Plaintiff has not used the mark in connection
with the goods identified in the registration for at least 3 years. On information and belief,
Plaintiff did not intend to resume using the mark in connection with the goods identified in the
registration, if Plaintiff ever did use the mark in such a manner.

67.  Unless enjoined by this Court, the acts of Counterdefendant have caused and will
continue to cause irreparable damage, loss, and injury to Counterclaimants for which Counter-
claimants have no adequate remedy at law and from which Counterclaimants are entitled to
declaratory and injunctive relief.

TENTH COUNTERCILAIM
Declaration of Invalidity (Fraud) of
United States Trademark Registration No. 2,422,967 (“ALL-IN-ONE”)

68.  Counterclaimants incorporate by reference all of the above paragraphs of this
Counterclaim as though fully stated herein.

69.  This is a counterclaim under the trademark laws of the United States (15 U.S.C.

§ 1051 et seq.) for a declaration that United States Trademark Registration No. 2,422,967 for the
mark ALL-IN-ONE is invalid.

70.  Counterdefendant asserts that Counterclaimants and other defendants, by virtue of
the acts alleged in the FAC in this action, have infringed and continue to infringe the mark ALL-
IN-ONE, which is the subject of United States Trademark Registration No. 2,422,967.
Counterclaimants have denied such infringement and asserts that United States Trademark
Registration No. 2,422,967 is invalid.

I
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71.  Anactual controversy exists between Counterclaimants and Counterdefendant as
to the validity of United States Trademark Registration No. 2,422,967 as evidenced by the FAC
in this action.

72.  On information and belief, United States Trademark Registration No. 2,422,967 is
invalid by virtue that Plaintiff maintained the registration fraudulently, with the intent to mislead
the USPTO.

73.  Onor around September 20, 2006, Plaintiff represented under penalty of perjury
that it continued to use its mark in connection with all the goods or services listed in the existing
registration. However, on information and belief, that representation was false, as Plaintiff no
longer used its mark in association with all the listed goods. On information and belief,
Plaintiff’s false representation was made with the intent to mislead the USPTO for the purposes
of maintaining the registration.

74.  Unless enjoined by this Court, the acts of Counterdefendant have caused and will
continue to cause irreparable damage, loss, and injury to Counterclaimants for which Counter-
claimants have no adequate remedy at law and from which Counterclaimants are entitled to
declaratory and injunctive relief.

ELEVENTH COUNTERCLAIM
Declaration of Invalidity (Abandonment) of

United States Trademark Registration No. 2,426,417 (“ALL-IN-ONE LINE”)

75.  Counterclaimants incorporate by reference all of the above paragraphs of this
Counterclaim as though fully stated herein.

76.  This is a counterclaim under the trademark laws of the United States (15 U.S.C.

§ 1051 et seq.) for a declaration that United States Trademark Registration No. 2,426,417 for the
mark ALL-IN-ONE LINE is invalid.

77.  Counterdefendant asserts that Counterclaimants and other defendants, by virtue of
the acts alleged in the FAC in this action, have infringed and continue to infringe the mark ALL-
IN-ONE LINE, which is the subject of United States Trademark Registration No. 2,426,417.

21-
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Counterclaimants have denied such infringement and asserts that United States Trademark
Registration No. 2,426,417 is invalid.

78.  An actual controversy exists between Counterclaimants and Counterdefendant as
to the validity of United States Trademark Registration No. 2,426,417 as evidenced by the FAC
in this action.

79. On information and belief, United States Trademark Registration No. 2,426,417 is
invalid by virtue that Plaintiff has abandoned the mark in connection with the goods identified in
the registration; rather, the mark serves solely as Plaintiff’s trade name for its customization and
engraving services. On information and belief, Plaintiff has not used the mark in connection
with the goods identified in the registration for at least 3 years. On information and belief,
Plaintiff did not intend to resume using the mark in connection with the goods identified in the
registration, if Plaintiff ever did use the mark in such a manner.

80.  Unless enjoined by this Court, the acts of Counterdefendant have caused and will
continue to cause irreparable damage, loss, and injury to Counterclaimants for which Counter-
claimants have no adequate remedy at law and from which Counterclaimants are entitled to
declaratory and injunctive relief.

TWELFTH COUNTERCLAIM
Declaration of Invalidity (Fraud) of

United States Trademark Registration No. 2,426,417 (“ALL-IN-ONE LINE™)

81.  Counterclaimants incorporate by reference all of the above paragraphs of this
Counterclaim as though fully stated herein,

82.  This is a counterclaim under the trademark laws of the United States (15 U.S.C.

§ 1051 et seq.) for a declaration that United States Trademark Registration No. 2,426,417 for the
mark ALL-IN-ONE LINE is invalid.

83.  Counterdefendant asserts that Counterclaimants and other defendants, by virtue of
the acts alleged in the FAC in this action, have infringed and continue to infringe the mark ALL-

IN-ONE LINE, which is the subject of United States Trademark Registration No. 2,426,417.
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[s/ Richard P. Sybert
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